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lo the May 24, 2005 Ofgce Action, claims 1-12 are rejected under 35 
U.S.C.§ l03(a)asbcmgunpatentableoverChristianomvlewofCd)nner. TheExaminer 
cites Christiaao for disclosing a "floating" licensing method in which the software 
program can run anywhere on a network. The Examiner cites Conner for disclosing a 
licensmg system in which the appHcation is tunning on a server hosting the application 
(AppHcation Service Provider) (ASP)). The Examiner acknowledges that Christian© 
does not explicitiy describe a system 'ixliich uses servers from an Application Service 
Pnovidet <ASP) to host applications for the customer. The Exammcr concludes, 
however, that it would have been obvious to one of ordinary skiU in the art of digital 
content distribution and delivery over an open netwoik to provide the user with the 
option to execute requested digital content on an ASP's server and to provide pay per 
use licensing atrangement based on applications share among multiple entetprises with 
multiple users on a virtual host 

It is respectfully submitted, however, that the Examiner feils to establish a 
prima facie case of obviousn^ to support a rejection of Applicant's invention set forth 
in claims 1-12 based on any permissible combination on Christiano and Conner. 

As noted by the Bxammer, Christian© is directed to a licensing 
airangemttit on a network. This network corresponds to a sin^e customer or 
oiganization network. Christiano is devoid of any teadiing or suggestion of executing 
sofiware programs from a digital content source on two sqjarate networks one run by an 
Application Service Provider (ASP) and one by flie customer. 

ComiBr, on the other hand, discloses a system in which a user can rajecute 
software from a digital content source hosted by an Application Service Provider (ASP) 
exclusively on flie Application Service Provider's computer network or server. 

Without flie unpemissible use of hindsight it is respectfiilly submitted 
ti)at one of ordinary skiU in the relevant art would not be motivated or led by the 
disparate and opposed teacUngs of Christiano and Connerto combmc sclectied features 
of Christiano with selected features of Conner to yield AppUcants' Ucensing method 
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usable on a customer network and a separate Application Service Provider network as 
disclosed in dtams 1-12. 

The state ofihe at ihe time of Applicants' invention licensing technology 
allowed sharingofa'floating-IiceQse over an open network. However, suchaset-up 
collectively forms a single installation in a single organization, such as to the customer 
netwodc defined by ihs Applicants. 

Ill Applicants* invention, users from one organization on one network 
(customer network) can access software from another organization on another network 
(ASP network) tising the license pool on the customer's network. The customer's 
network and the ASP are set up, run, and managed independently by two different 
business entities and two separate groups of people in a mutually exclusive manner. 

Completely differaut sets of software products can be and, generally, will 
be installed on these two networks. Moreover, multiple customer networks may 
sfanultaneonsly access software products from the ASP network that are not necessarily 
common to each other using completely different pools of license units. 

Christiano and Conner are devoid of any suggestion of how to provide a 
licensingmethod for executing digital contEnt where the digital content can be selected 
by tbe user for execution on eifljer the customer's own computer network or a separate^ 
ASP netwoik. Any licensing methodology in Onistiauo and Conner is specific to 
Ucensing of software on a single network, i.e., the customer network or the ASP 
network. 

With respect to claim 1, both Christiano and Conner are devoid of any 
teaching of a Uceosing melhod which provides a predetermined number of customer 
computer n^orks assigned units to each independently selected digital content when 
the digital wmtent is run on the computer customer nrtwork, as well as providing a 
predetermined number of Application Service Provider assigned units to each 
indqjendently selected piece of digital content when the digital content is run on the 
Application Service Provider. 
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Christiano and Conner are also devoid of any teaching of providing a 
license meffaod which includes the steps of charging a number of checked out units to 
the customer computer network based on the digital content currently being run by the 
customer on the customer computer network, and on the Application Service Provider 
netowrL 

Chiistiano and Conner are devoid of any teaching of how to implement a 
licensing method for execution of software on eflher of a customer network and an ASP 
network where the licensing method, which controls the abUity of other users of the 
customer network to simultaneously execute other software programs, utilizes the 

numberoftotal license units purchased and the numberofchecked out units forsoftware 
cuirenUy being run by all of the users of the customer netwoik on both of the customer 
network and the ASP network. 

Since Applicants' teachings cannot be used tihrough the impeimissible 
application of hindsight reconstruction to suggest these features, it is respectfully 
submitted that AppUcants' invention as set forth in claims 1-12 includes features which 
are not suggested or rendered obvious by the cited references as. combined by the 
Examine. 

Applicants continue to assert that Ae Examiner has not established a 
primafaciecaseof obviousness to support a rejection of Applicants' invention in claims 
1-12 based on a purported combination of Christiano and Conn» wittiout the 
impemiissible use of Applicants own teachings. 

Despite the holdmg of w re McLaughlin 443F.2d 1392, J39S, 
170USPQ209. 212 (CCPA1971). that "any judgment on obviousness is in a sense 
necessarily a reconstruction based on hindsight reasontog, but so long as it takes into 
account only knowledge which was withm the level of ordinary skill in the art at flie 
time the claimed inveation was made and does not include knowledge gleaned from 
Applicants' disclosure, such areconslruction is propo", Ifae Examina- is not pennitted to 
use any part of Applicants' disclosure to provide elements missing from flie cited 
references. The knowledge to provide a licensing method utilizing assigned and checked 
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out onits on both of a customer netwo A and an ASP netv^ork is not found in the cited 
references or flie prior art 

Any pennissible reliance of the Examiner on the holding of Rniz at 
127<;,69USPQ2d at 1690 that "motivation to combme prior art references may exist in 
the nature of the problem to be solved" opens the door to easy reflance on Applicants' 
own teachings as the motivation to solve a problem wherem the problem is recognized 
or defined by fte AppUcant for the first time in the AppKcants' own appUcation. 
AppUcants have provided a unique licensing method which encompasses assigned units 
on both the customer network and on a separate ASP netwodc and the use of checked out 
units on both the customer network and the ASP network to detennine whether 
additional software can be executed by users of the customer network on either the 
customer network or the ASP network. The cited references lack any combination of 
licensed units on both a customer network and a separate ASP network to determine 
whether or not new software programs can be estecuted by the users of the customer 
network. 

For ihese reasons, it is le^tfiilly submitted that /^licants' invention as 
set forth in claims 1-12 includes features which are not suggested oriendeied obvious by 
Ihe cited references taken in any pennissible combmation. A Notice of AUowance is 
sabmitted to be warranted and is respectfully requested. 

Entry of this Amgndment under to provisions of Rule 37 C JJR.. 1 . 11 6 is 
submitted to be warranted and is respectfully requested. By this Amendment^ only a 
minor wording change has been made to the preamble of claim 1 to clarify that the 
digital content can be executed on the customer computer network or on the Application 
Service Provider so as to be consistent widi the remaining olahns, the original 
specification, and the original drawings. The amendment to claim 1 does not raise any 
new issues for consideration by the Exammer or issues •v**ich would require undo 
con^deration or a new search. 

The amaidment to claun 1 is behig submitted at this time to address 
remarks made by the Exammer for the first time m the "final" Office Action. Further, 
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entry of this Amendment is submitted to be wananted since the amendments to claim 1 
patentably define the kivention over ihe cited references thereby placing all of ihe claims 
in condition fer immediate allowance or at a minimum, in a better form for appeal. 

However. ifthcExarainer, after consideringfliisCommunicaticm, is of the 
opinion that the claims wiU be allowable with additional modifications, the Examiner is 
invited to contact Applicants' attorney at the below listed telephone number. 



Respectfully submitted. 



YOUNG. BASILE, HA^JIJON, MacFARLANE, WOOD 
&HELMHOLDT.P.C. 




Attorney for Applicant(s) 
Registration No. 28422 
(248)649-3333 



3001 West Big Beaver Rd, Suite 624 
Titjy, Michigan 48084-3 107 



Date± My25,2005 
WMH/grl 
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